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REMARKS 

1. Status of the Claims and Claim Numbering 

In the Notice, the Examiner asserts that the status of claims as indicated in Applicant's 
previously reply of November 11, 2008 is incorrect. Specifically, the Examiner alleges that the status 
of claims 40-42 is incorrect because only claims 1 -39 were present in the amendment filed on April 
21, 2008 (the "April 2008 Reply"). As explained below, in view of the history of claim amendments 
for this application, Applicant submits that the claim numbering in the April 2008 Reply 
amendments was erroneous. New claims 38 and 39 of the April 2008 Reply should have been 
numbered 41 and 42. The Office Action mailed on May 29, 2008, however, entered the 
amendments requested in die April 2008 Reply and thus sustained Applicant's erroneous numbering 
recognizing the presence of claims 1-39. Based on a correct accounting for claim numbering, 
Applicant submits that claims 21, 23, 35, 36, 41, and 42 are pending in this application. Claims 21, 
23, 35, and 41 are allowed. 



Shown below is an account of the pending and canceled claims during the prosecution 
history of this application. Only claim amendments that were entered are indicated. 



Date 


Pending Claims 


Canceled Claims 


08/28/03 (original claims) 


1-20 


None 


09/13/06 


21 


1-20 


09/21/06 


21-40 


1-20 j 


05/09/07 


21, 23-25, 27, 28, 35, 36 


1-20, 22,26, 29-34,37-40 


10/01/07 


21, 23-25, 27, 28, 35, 36 


1-20, 22,26, 29-34,37-40 


04/21/08 


21, 23, 35, 36, 38, 39 


1-20, 22, 24-34, 37 



As shown in the table, new claims 22-40 were introduced by Applicant's amendment of 
September 21, 2006. See Appendix A. These amendments were entered and then recognized in the 
Office Action mailed on November 9, 2006, which indicates pending claims 21-40. See Appendix B. 
Claims 37-40 were subsequently canceled in Applicant's amendment of May 9, 2007. See Appendix 
C. This amendment was entered and then recognized in the Office Action mailed on May 30, 2007, 
which indicates pending claims only up to claim 36. See Appendix D. The same claims, 21, 23-25, 
27, 28, 35 and 36 were pending after Applicant's amendment of October 1, 2007, as indicated by the 
Office Action mailed on November 20, 2007. Appendix E. 

In view of this history, claims 1-40 have been present in the application since entry of the 
September 21, 2006 amendment, and Applicant's addition of new claims 38 and 39 in the April 2008 
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Reply was erroneous. See Appendix F. Claims 38 and 39 should have been numbered 41 and 42. 
To correct this erroneous numbering, as explained in Applicant's most recent November 11, 2008 
reply, Applicant indicated claims 37-40 as being canceled, and new claims 38 and 39 from the April 
2008 Reply as being number 41 and 42. Applicant submits that the claim status indications in April 
2008 Reply showing claim 40 as canceled, 41 as previously presented, and 42 as currently amended, 
are accurate. In view of the foregoing, Applicant respectfully requests that the Examiner withdraw 
the Notice and review the April 2008 Reply as filed. 
2. Conclusion 

Applicant respectfully submits that the instant application is in good and proper order for 
allowance and early notification to this effect is solicited. If, in the opinion of the Examiner, a 
telephone conference would expedite the prosecution of the instant application, the Examiner is 
encouraged to call the undersigned at the number listed below. 



Respectfully submitted, 



POLSINELLI SHALTON FLANIGAN SUELTHAUS PC 



Dated: February 9, 2009 On behalf of: Teddy C. Scott, Jr., Ph.D. 

Registration No. 53,573 



By: /Ron Galant, Ph.D./ 

Ron Galant, Ph.D. 
Registration No. 60,558 
Customer No. 37808 

POLSINELLI SHALTON FLANIGAN SUELTHAUS PC 

180 N. Stetson Ave., Suite 4525 

Chicago, IL 60601 

312.819.1900 (main) 

312.602.3955 (E-fax) 

312.873.3613 (direct) 
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APPENDIX A 

Applfeation Noc. I0*04,94i5 Docket No 050»»? 1 OfH H 

32. (new) The nucleic acid of chim 30. wherein the nucleic acid is capable of 
modulating expression of j target gene, 

33. mew) The nucleic acid of claim 3 t . wherein the nucleic acid is at least 15/25 
complementary to a binding sue sequence of 18 to 24 nucleotides of a target gene and wherein 
the binding site sequence is located in an untranslated region of RNA encoded by the target gene. 

34 (new? 'the nucleic acid of cksm 32, wherein the nucleic acid is at least 3.5/25 
complementary to a binding sire sequence of 18 to 24 nucleotides of a target gene and wherein 
the binding site sequence is located in an untranslated region of RNA encoded by the target gene. 

35, (new;) A vector comprising m insert, wherein the insert consists of the nucleic acid of 
claim 2 1 . 

36. (new) A vector comprising an insert, wherein an insert consists of the nucleic acid of 
claim 25. 

37 . (new.) A probe comprising insert, wherein an insert consists of the nucleic acid of 
claim 21. 

38. (new) A probe comprising an insert, wherein m insert consists of (he nucleic acid of 

claim. .25, 

39. inew,s A gene expression inhibition system comprising the vector of claim 35 and a 
mean* for inserting said vector into a cell, 

40 (new) A gene expression inhibition system comprising the vector of claim 36 and a 
means tor inserting said vector into a cell. 
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APPENDIX B 
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APPENDIX C 
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APPENDIX E 
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APPENDIX F 
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